TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore McCANDLI SH, Seni or Adnmi nistrative Patent Judge,
FRANKFORT and NASE, Adm nistrative Patent Judges.

NASE, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 13 through 17. dains 1, 3 through 7 and
10 through 12 have been allowed. Cdains 2, 8 and 9 have been

cancel ed. Subsequent to the appeal, claim 17 has been

! Application for patent filed Septenber 28, 1995.
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objected to as depending froma non allowed claim(answer, p.

4). Thus, clainms 13 through 16 remain on appeal.?

W AFFI RM

BACKGROUND

The appellant's invention relates to a di spensing device
(clainms 15 and 16) and a nethod of dispensing itens (clains 13
and 14). An understanding of the invention can be derived
froma readi ng of exenplary clains 13 and 15, which appear in

the appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Hot al i ng 1, 285, 187 Nov. 19,
1918

Crawford et al. 5, 363, 987 Nov. 15,
1994

(Crawf or d)

2 The appellant's anendnent after final (Paper No. 5,
filed July 14, 1997) was not entered by the exam ner (see
paper No. 6, mailed July 25, 1997.
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Clainms 13 through 16 stand rejected under 35 U . S.C. 8§ 103

as being unpatentable over Hotaling in view of Crawford.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejection, we nmake reference to the exam ner's answer (Paper
No. 9, mailed Decenber 16, 1997) for the exami ner's conplete
reasoning in support of the rejection, and to the appellant's
brief (Paper No. 8, filed October 20, 1997) for the

appel l ant's argunents thereagai nst.

OPI NI ON
Initially we note that the appellant’'s request that the
Board enter his Rule 116 anendnent relates to a petitionable
matter and not to an appeal able matter. See Manual of Patent
Exam ni ng Procedure (MPEP) 88 1002 and 1201. Accordingly, we
will not review this issue raised by the appellant on pages

10-11 of the brief.

In reaching our decision in this appeal, we have given

careful consideration to the appellant's specification and
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clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

Hot al i ng di scl oses a newspaper vendi ng nachine. As shown
in Figure 1, the newspaper vendi ng nmachi ne includes a cabi net
A, a dispensing opening 1, a shelf 2, a swinging arm B havi ng
a di spensing tooth 15, and a handle 20 which projects out of a
slot 21 in the coin-controlled nechani smchanber 22. The
shelf 2 supports a pile of newspapers with each paper |ying on
its edge so that its face will be in a vertical plane.
Hot al i ng teaches (page 2, lines 35-38) that "the handle 20 is
agai n operated after a coin has been deposited” in the coin-
controll ed nmechani sm chanmber 22, which nmechanismis not
di scl osed by Hotaling since it forns no part of his invention

(see page 2, lines 15-18).

Crawford di scl oses a newspaper vending unit. As shown in
the draw ngs, the newspaper vending unit includes an outer

cabinet 12 (Figures 1 and 8), a publication storage nmechani sm
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14 (Figures 2, 3, 6 and 7), and an actuator nechani sm 16
(Figures 2, 4 and 9). As shown in Figure 1, the outer cabinet
12 includes a front panel assenbly 18 having a chute 34, a
publication receiving tray 36, coin slot 230, knob 190 of the
actuat or nechani sm 16, and a wi ndow 38 t hrough which the

publication nay be viewed prior to sale.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. G ahamyv. John Deere

Co., 383 U S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on the exam ner's analysis and revi ew of Hotaling,
t he exam ner determ ned (answer, p. 5) that Hotaling | acks
only the window as recited in clains 13 through 16. W agree.
In fact, the appellant has not disputed this finding of the

exam ner.
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In applying the test for obviousness,® we reach the
conclusion that it would have been obvious to one of ordinary
skill in the art at the tinme the invention was nmade to have
provi ded the front panel of Hotaling s newspaper vendi ng
machine (i.e., the panel shown in Figure 1 of Hotaling) with a
wi ndow t hrough whi ch the newspaper nay be viewed prior to sale
as suggested and taught by Crawford's wi ndow 38 t hereby
arriving at the nethod of dispensing itens as recited in
clainms 13 and 14 and the dispensing device as recited in

clainms 15 and 16.

The argunents advanced by the appellant in the brief are

unper suasi ve for the follow ng reasons.

The appel | ant argues (brief, pp. 7-9) that Crawford does
not teach or suggest a w ndow havi ng the purpose of the

present wi ndow (i.e., to permt the customer to view the inner

® The test for obviousness is what the conbi ned teachings
of the references woul d have suggested to one of ordinary
skill in the art. See In re Young, 927 F.2d 588, 591, 18
USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d
413, 425, 208 USPQ 871, 881 (CCPA 1981).
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wor ki ngs of the machine while the custoner uses an outer arm
to control an inner armto grasp an itemin the magazi ne and
nove it to a dispensing chute as set forth in clains 13 to
15). This argunent is not persuasive that any error in the
determ nation regardi ng the obvi ousness of the clained subject
matter has occurred. As |long as sone notivation or suggestion
to conbine the references is provided by the prior art taken
as a whole, the | aw does not require that the references be
conbi ned for the reasons contenplated by the inventor. See In

re Dillon, 919 F.2d 688, 693, 16 USPQ2d 1897, 1901 (Fed. Cir

1990) (en banc), cert. denied, 500 U S. 904 (1991) and In re

Beattie, 974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Gr

1992) .

The appel | ant next argues (brief, pp. 7-8) that it is not
apparent how one would install a window fromCrawford into the
device of Hotaling. |In addition, the appellant states that
"it would be logical to put the wi ndow of Crawford on the side
of the enclosure opposite the dispensing handle.” W do not
agree. Crawford clearly teaches providing the wi ndow to view

the publication at the front side of the vending unit (i.e.,
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the side in which the custonmer places the coins, actuates the
di spensi ng mechani sm and receives the di spensed publication).
Fromthis teaching of Crawford it is our view that one of
ordinary skill in the art at the tinme the invention was nade
woul d have provided the front panel of Hotaling s newspaper
vendi ng machine (i.e., the panel shown in Figure 1 of Hotaling
havi ng the coin-controll ed nechani sm chanber 22, the handl e
20, and the dispensing opening 1) with a wi ndow t hrough which
t he newspaper may be viewed prior to sale. In addition, we
note that the appellant has not provided any evi dence that
woul d support his allegation that it is not apparent how one
woul d install a wndow from Crawford into the device of

Hotal ing. Mbreover, it is our opinion that in view of
Crawford' s teachings one of ordinary skill in the art would
have made the front panel of Hotaling transparent to permt

t he newspaper to be viewed prior to sale as suggested and

taught by Crawford' s w ndow 38.

For the reasons stated above, the decision of the
examner to reject clains 13 through 16 under 35 U. S.C. § 103

is affirned.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

clainms 13 through 16 under 35 U. S.C. 8§ 103 is affirned.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
AFFI RVED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
BOARD OF PATENT
CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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